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REMARKS 

Lipon entry of this Response, claims 1,4-9, 11-16, 18-20, and 27-28 remain 
pending in the present patent application. Claim 1 has been amended herein. 
ApDiicaiht requests reconsideration of the pending claims in view of the following 
rerlnarks . 

\n item 1 of the Office Action, claims 1, 4, 6, 7, 9, 11, 13, 15-18, 20-23, and 26 

hate been rejected under 35 U.S.C. §1 03(a) as being unpatentable over U.S. Patent 

PuDlication 2002/0073304 A1 filed by Marsh et al. (hereafter "Marshal and further in 

vieiA/ of J.S. Patent 6,516,346 issued to Asco et al. (hereafter "Asco"), and further fn 

vie ^ of J.S. Patent 6,742,025 issued to Jennery et al. (hereafter Vennery"). A prima 

fac je ca of obviousness is established only when the prior art teaches or suggests all 

of he elements of the claims. MPEP §2143.03, In re Rijckaert , 9 F.3d 1531. 

28 U.S. >.Q.2d 1955, 1956 (Fed. Cir. 1993). As an initial matter, Applicants note that 

claims 17 and 21-23 included in the rejection had previously been canceled in the 

pr^ sent application. Accordingly, Applicants assert that the rejection of these claims is 

mc ot. Ill) addition, Applicants assert that the rejection of claims 1 , 4, 6, 7, 9, 1 1 , 1 3, 1 5, 

16 18, ^md 20 Is Improper as the cited references fall to show or suggest each of the 

ele ment$ of such claims. Accordingly, Applicants request that the rejection of these 

clajms te withdrawn. 

Tb begin, claim 1 has been amended herein so as to recite as follows: 

1 . A computer system, comprising: 
a central processor unit (CPU); 

a programmable read only memory (ROM) coupled to said 
CPU, said ROM containing a digital image; 

wherein said CPU programs its ROM during a system 
ir itialization without execution of an operating system by the 
CPU, wherein the system initialization further comprises a booting 
o '' sard system; 

a connection to a network and wherein, during the system 
Ir Itialization, said system sends a message to a server coupled to 
the network to detennine whether an upgraded image is available 
fcir said ROM; and 

wherein, during the system initialization, said system 
receives an upgraded image and flashes said ROM with the 
u ^graded image if the upgraded image Is available for said ROM. 
(Eimphasis Added) 
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A s set forth above, the CPU programs Its ROM during a system initialization 
sxecution of an operating system by the CPU, where the system initialization 
cbmprises the booting of said system. With respect to at least this element, the 
Oflfice ADtion states: 



wit lout 
fur her 
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In regard to claim 1, Marsh discloses: 
"... wherein said CPU programs its ROM during a system 

if\itiaiizQtion 

wfierein the system initialization further comprises a 
bboting of said system ..."(E.g., see Fig. 4 & Page 5, [0048]), 
wherein, the flash application designated in the modrfled boot 
inage. selected upon the next boot of the computer (system 
ir itialization), is erasing and then programming the non-volatile 
n|emory or ROM. 

without execution of an operating system associated with 
frteCPty ..." (E.g.. see Fig. 4 & Page 4. [0038]), wherein, the 
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fi ^mware patch is unique in that It contains tine execution code 
n ^cessary to perform a firmware upgrade before the operating 
system Is loaded and executed. (Office Action mailed 10/20/2005, 
pages 4-5.) 

Ir this respect, the Examiner contends that Marsh discloses programming a 
ROjlVI duHng system Initialization without the execution of an operating system in the 

.cHb. 

Irj the previous Response filed with the RCE in the present application, 
Ap|licarts noted that Marsh failed to show or suggest programming a ROM during 
syg tern ihitlallzation without the execution of an operating system by the CPU. In the 
curlent (pffice Action, the Examiner disagreed stating as follows: 

"Prior Art's Argumenta - Rejections 

2. Applicant's arguments filed October 3rd, 2005, in particular 
oh page 6-8, have been fully considered but they are not 
p(&rsuasive. For example, (A) In regard to the argument that Marsh 
does not show or suggest "...without execution of an operating 
system associated with the CPU...", (page 7, first paragraph of the 
arnendment and response) and as the instant application has 
recited and/or indicated in claims 1, 9, 16 and 27 as amended, the 
E:Kaminer respectfully disagrees. Marsh explicitly discloses: 

.the firmware patch is unique in that it contains the execution 
ccj^de necessary to perform a finnware upgrade..." (E.g., see Fig. 4 
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8i Page 4, [0038]), wherein, this procedure takes place before the 
operating system Is ioaded and executed. 

Additionally, Marsh first teaches that the operating system 
nfesides in the RAM designate executables (Figure 2, Page 3, 
paragraph [0033]), wherein the system loader directs the 
microprocessor (CPU) to load the bootable kemel (450) and the 
o Derating system (434). l\/larsh continues to teach an improved 
method for Implementing firmware upgrades (Paragraph [0036]), 
wherein, he discloses an exemplary boot image in accordance with 
h s invention, wherein the replacement bootable kemel does not 
r«ily on the present finnware version and operating system (Figure 
4 Paragraph [0038]). Thus. IVIarsh certainly discloses flashing an 
u jgrade, wherein the CPU programs Its ROM, without execution of 
a 1 operating system associated with the CPU. Therefore, the 
examiner maintains the rejection in regard to ammendment. 
(B) Accordingly, the dependent claims to Independent claims 1 , 9, 

and 27 are rejected at least for the reasons disdosed 
hereinabove." (Office Action of 10-20-05, pages 2-3.) 

Aiplicante respectfully disagree with the above contentions. In particular, Mat^h 
specifically teaches an approach for upgrading firmware in a computer system In which 
an > >percting system Is executed In order to facilitate the upgrade. In particular, Marsh 
spe cificaily discusses what constitutes an operating system as set forth in paragraphs 
[00f4] ajd [0005]. In this respect, /Wars/? states: 



[00041, 



An operating system is one of the most Important programs 
a PC. Most general-purpose computers utilize an operating 
svjBtem for running other programs. Operating systems perform 

tasks, such as recognizing Input from the keyboard, sending 
oi|tput to the display monitor, managing directories and files on 
disks, and controlling peripheral devices such as disk drives 
printers. Operating systems provide a software platfomn on top 
which other programs, called applications, may njn. Applications 
typically written to mn on top of a particular operating system. 
PCs, disk operating system (DOS), operating system 2 (OS/2), 
ndows, and Linux are some of the most popular operating 
syjstems. 



or I 



fixed 
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[0(f 05] , 
is 



. A kernel is the central module of an operating system. It 
the part of the operating system that loads first, and it 
reihains in RAM. Because the kemel resides in RAM, it is 
desirable for the kernel to be as small as possible while still 
pr4vtding all the essential services required by other parts of the 
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operating system and applications. Typically, the kernel is 
nbsponslble for memory management, process and task 
management, and disk management." (Emphasis Added) 

Thus, a kernel is a "central module" of an operating system as specrfically stated 

'farsb. In addition, at paragraph 10038] cited by the Examiner for the proposition that 

a F|OM is updated without the execution of an operating system, Marsh states: 

"[:)038] In a preferred embodiment, the system loader configuration 
file 420 of the modified boot image 480 may be configured to direct 
tl-e system loader 410 to execute the firmware patch 500 upon the 
noxl boot request. The finrware patch 500 differs from prior art 
s(^ftware patches, such as the exemplary typical software patch 440 
(FilG. 2) for at least the reason that prior art software patches are 
reliant upon the current command infrastructure as defined by the 
piesent flmnware version and operating system. The firmware patch 
5I>0 Is unique In that it contains the execution code necessary to 
Pdrform a fimiware upgrade. Specifically, the firmware patch 500 
contains a bootable kernel, fimiware update logic, and a non- 
vcilatile memory Interface. The bootable kernel may further 
ccimprise a system loader interface and reboot logic," 

Thus, as expressly described by Marsh, the finmware patch contains a "bootable 
kenjel" which is an operating system. In this respect, the bootable kernel also 
con prises for example, a system loader Intert'ace and "reboot logic". The reboot logic Is 
necfessaiy since the operating system (bootable kernel) Is loaded into the RAM and 
thus , after an upgrade of firmware Is performed, the computer must be rebooted in order 
to n load !the operating system after the upgrade is perfomied. It appears that the 
apploach of Marsh is to employ a substitute operating system for upgrading the ROM of 
a cc mpuler system. A substitute operating system Is an operating system nonetheless. 

The approach as set forth in claim 1 1s advantageous as the ROM Is upgraded 
with 3ut thie need to reboot the computer system. Speclfically, if the operating system 
wen ! loaded such as is the case with Marsh, then a reboot would be necessary In order 
to operating the computer with the new firmware in relation to an operating system 
exe( uted Thus, the approach as set forth in the claims of the present invention 
advj ntag &ously facilitates the upgrade of ROM In the computer system without forcing a 
user to wisit for the system to automatically reboot and therefore resulting in an 
annoying delay. In addition, given that Marsh teaches the use of an operating system to 
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ef^ct thfe upgrade of a ROM. Marsh teaches away from the concept of upgrading the 
ROM without the execution of an operating system. 

Therefore, Applicants assert that the cited combination of references fails to 
iw orlsuggest each of the elements of claim 1. In addition. Applicants assert that the 
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cit< d coiinbination of references fails to show or suggest each of the elements of 
cla ms 9 and 16 to the extent that such claims incorporate subject matter similar in 
sec pe with that of claim 1 described above. Accordingly. Applicants request that the 
rejection of claims 1, 9. and 16 be withdrawn. In addition, Applicants request that the 
rej< iction of claims 4. 6, 7, 1 1 . 13. 15, 18, and 20 be withdrawn as depending from 
cla ms 1 ; 9, or 16, 

In addition, in item 1 6 of the Office Action, claims 5. 12, 1 9, 24, and 25 stand 
rej€ cted Under 35 U.S.C. §103 as being unpatentable over Marsh, Asco. and Jennary 
as i ipplicid to claim 1. and further in view of U.S. Patent 6.594,757 Issued to Martinez 
(he eafttir "Martinez"). Claims 5, 12, and 19 ultimately depend from claims 1 , 9, and 16. 
Accbrdingly. Applicants request that the rejection of these claims be withdrawn for the 
san le reasons described above with respect to claims 1 , 9. and 16. In addition, it is 
notod that claims 24 and 26 have been canceled herein thereby rendering the rejection 
of s jch c laims moot. Accordingly, Applicants request that the rejection of claims 24 
and 25 b^ withdrawn. 

Noxt in item 22. claims 8 and 14 have been rejected under 35 U.S.C. §103 as 
beir g un patentable over Marsh, Asco, and Jennery as applied to claim 1 , and further in 
viev ' of L .S. Patent 6.009,524 Issued to Olarig et al. (hereafter "Olarig"). Claims 8 
and 14 ultimately depend from claims 1. and 9, respectively. Accordingly. Applicants 
reqi est t hat the rejection of claims 8 and 14 be withdrawn for the same reasons 
desi ;ribecl above with respect to claims 1 and 9. 

In addition, claims 27 and 28 appear to have been rejected under 35 U.S.C. §103 
iw o1 Matsh, Asco. and Jennery. Applicants note that claim 27 incorporates subject 
matjer similar in scope with that of claim 1 above. Also, claim 28 depends from claim 1 . 
Aca >rdinj|ly, Applicants request that the rejection of claims 27 and 28 be withdrawn. 
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CONCLUSION 

/Applicants respectfully request that all outstanding objections and rejections be 
witjidravi/n and that this application and all presently pending claims be allowed to issue. 
If t \e E>ianrilner has any questions or comments regarding this response, the Examiner 
IS ( incoi raged to telephone the undersigned counsel of Applicants. 
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